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REMARKS 

In accordance with the foregoing, the specification, the drawings, and claims 1-9 have 
been amended. Claims 1-9 are pending, with claims 1, 5, and 8 being independent. No new 
matter is presented in this Amendment After Final Rejection. 

Applicants' Statement of Substance of Interviews 

On July 23, 2008, a telephone interview was conducted between Examiner Mishawn N. 
Dunn and the undersigned attorney, Randall S. Svihla. During the interview, the Examiner said 
that she had prepared an Advisory Action responding to the Request for Reconsideration After 
Final Rejection of June 27, 2008, and had sent the Advisory Action to her supervisor, Thai Q. 
Tran, for his review and signature, but that the Advisory Action had not yet been mailed. 

The Examiner said that she and Mr. Tran had decided to withdraw the rejection of claims 
1-9 under 35 USC 102(e) as being anticipated by Lamkin et al. (Lamkin 729) (U.S. Patent 
Application Publication No. 2005/0278729) set forth in the Final Office Action of April 29, 2008, 
in response to the arguments on pages 8-20 of the Request for Reconsideration After Final 
Rejection of June 27, 2008. 

However, the Examiner said that she and Mr. Tran had decided to maintain the rejection 
of claims 1-9 under 35 USC 101 as being directed to non-statutory subject for failing to recite a 
computer-readable medium or a memory set forth in the Final Office Action of April 29, 2008. 
The attorney asked if the Advisory Action would include an explanation of why the Examiner is 
maintaining this rejection in light of the arguments on pages 6-8 of the Request for 
Reconsideration After Final Rejection of June 27, 2008, which explain why the Examiner's 
position is not supported by the case law. The Examiner said that the Advisory Action would not 
include such an explanation. The attorney said that the applicants would like to receive such an 
explanation because if the arguments on pages 6-8 of the Request for Reconsideration After 
Final Rejection of June 27, 2008 are correct , then claims 1-9 are statutory, and if the Examiner 
believes that these arguments are not correct, then the Examiner should be able to explain why 
she believes the arguments are not correct. 

The Examiner also said that her supervisor had raised another issue under 35 USC 101 
relating to the statement in paragraph [0095] of the specification that "the present invention also 
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includes permanent or removable storage, such as magnetic and optical discs, RAM, ROM, a 
carrier wave medium, etc., on which the process and data structures of the present invention 
can be stored and distributed." The Examiner said that since claims 1-9 recite "a data storage 
medium," the USPTO's position is that this statement in paragraph [0095] of the specification 
means that claims 1-9 encompass "a carrier wave," which the USPTO currently considers to be 
non-statutory subject matter. 

The attorney asked the Examiner if the Advisory Action would discuss this issue. The 
Examiner said that the Advisory Action would not discuss this issue. The attorney said that in 
his opinion, the appropriate thing for the Examiner to do would be to reopen prosecution and 
issue a new non-final Office Action setting forth a new ground of rejection under 35 USC 101 
based on the recitation of "a carrier wave medium" in paragraph [0095] of the specification. 

The Examiner said that she would ask Mr. Tran to call the attorney to discuss the 35 
USC 101 issues. 

The attorney also asked the Examiner if she would enter an Amendment After Final 
Rejection amending claims 1-9 to change "data storage medium" to "computer-readable 
medium," and amending paragraph [0095] of the specification to delete "a carrier wave medium" 
from the list of examples of permanent or removable storage. The attorney said that in his 
opinion, such an Amendment After Final Rejection would not raise any new issues that would 
require further consideration and/or search, and should place the application in condition for 
allowance. The Examiner said that she would have to update her search, but that it appeared 
that such an Amendment After Final Rejection would be entered , and would place the 
application in condition for allowance if she did not find any new art. 

On July 28, 2008, a telephone interview was conducted between Mr. Tran and the 
attorney. Mr. Tran confirmed that he and the Examiner had decided to withdraw the rejection of 
claims 1 -9 under 35 USC 1 02(e) but maintain the rejection of claims 1 -9 under 35 USC 1 01 , and 
that the presence of "a carrier wave medium" in the list of examples of permanent or removable 
storage in paragraph [0095] of the specification makes claims 1-9 that recite a "data storage 
medium" non-statutory under 35 USC 101. 

Mr. Tran confirmed that an Amendment After Final Rejection amending claims 1-9 to 
change "data storage medium" to "computer-readable medium" and amending paragraph [0095] 
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of the specification to delete "a carrier wave medium" from the list of examples of permanent or 
removable storage would be entered , and that the application would be allowed if the Examiner 
does not find any new art. Mr. Tran said that if the Examiner does find new art, then prosecution 
would be reopened and a new non-final Office Action applying the new art would be issued. 

Specification. Drawing, and Claim Amendments and Entry of Amendment After Final Rejection 

FIGS. 1, 2, and 12 have been amended to change CD, ©, ®, ©, ©, and © to #1 , #2, #3, 
#4, #5, and #6, respectively. 

FIGS. 1 and 17 have been amended so that all labels are oriented in the same direction 
as the view, and to provide lead lines where necessary. 

FIGS. 2 and 12 have been amended so that no labels cross lines. 

Paragraphs [0007] and [0068] of the specification have been amended to be consistent 
with the changes made to FIGS. 1,2, and 12. 

Claims 1-9 have been amended to change "data storage medium" to "computer- 
readable medium" to overcome the rejection of claims 1-9 under 35 USC 101 as being directed 
to non-statutory subject matter as discussed during the interviews of July 23 and 28, 2008, 
discussed above. It is submitted that this change is supported by at least paragraph [0033] of 
the specification as originally filed. 

Paragraph [0095] of the specification has been amended to delete "a carrier wave 
medium" from the list of examples of permanent or removable storage to make it clear that the 
"data storage medium" previously recited in claims 1-9 and the "computer-readable medium" 
now recited in claims 1-9 do not encompass "a carrier wave medium" in accordance with the 
decision of the Court of Appeals for the Federal Circuit in In re Nuijten, 500 F.3d 1346, 84 
USPQ2d 1495 (Fed. Cir. 2007), in which the Court held that a signal is not statutory subject 
matter under 35 USC 101, to preclude a new ground of rejection under 35 USC 101 based on 
this issue as discussed during the interviews of July 23 and 28, 2008, discussed above. 

However, it is submitted that one of ordinary skill in the art would understand from 
paragraph [0095] of the specification as originally filed that the process and data structures of 
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the present invention can be distributed over a carrier wave, and paragraph [0095] of the 
specification has been amended to make this point clear. 

It is submitted that the amendments to the specification, the drawings, and the claims 
discussed above do not raise any new issues that would require further consideration and/or 
search, such that entry of this Amendment After Final Rejection is proper under 37 CFR 
1.116(b) and MPEP 714.12 and 714.13. 

As discussed above, during the interviews of July 23 and 28, 2008, discussed above, the 
Examiner and her supervisor, Mr. Tran, agreed that amending claims 1-9 to change "data 
storage medium" to "computer-readable medium" and amending paragraph [0095] of the 
specification to delete "a carrier wave medium" from the list of examples of permanent or 
removable storage would not raise any new issues that would require further consideration 
and/or search, and indicated that an Amendment After Final Rejection making these 
amendments would be entered . 

Claim Rejections Under 35 USC 101 

Claims 1-9 have been rejected under 35 USC 101 as being directed to non-statutory 
subject matter because they recite a "data storage medium," rather than a "computer-readable 
medium" or a "memory." 

Although the propriety of this rejection is not conceded for at least the reasons 
discussed on pages 6-8 of the Request for Reconsideration After Final Rejection of June 27, 
2008, solely to eliminate this issue and advance the prosecution of the application , claims 1-9 
have been amended to change "data storage medium" to "computer-readable medium" to 
overcome this rejection as discussed during the interviews of July 23 and 28, 2008, discussed 
above. It is submitted that this change is supported by at least paragraph [0033] of the 
specification as originally filed. 

For at least the foregoing reasons, it is respectfully requested that the rejection of claims 
1-9 under 35 USC 101 as being directed to non-statutory subject matter be withdrawn . 
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Claim Rejections Under 35 USC 102 

Claims 1-9 have been rejected under 35 USC 102(e) as being anticipated by Lamkin et 
al. (Lamkin 729) (U.S. Patent Application Publication No. 2005/0278729). However, this 
rejection has now been withdrawn in response to the arguments on pages 8-20 of the Request 
for Reconsideration After Final Rejection of June 27, 2008, as discussed during the interviews of 
July 23 and 28, 2008, discussed above. 



There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with the filing of this paper, please charge the 
same to our Deposit Account No. 503333. 



1400 Eye St., NW 
Suite 300 

Washington, D.C. 20005 
Telephone: (202)216-9505 
Facsimile: (202)216-9510 

Attachments 



Conclusion 



Respectfully submitted, 




By:_U . 

Randall S. Svihla 
Registration No. 56,273 
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